Application No. 10/678,821 

Response to Office Action Dated 10 March 2005 

REMARKS 

This responds to the Office Action dated 10 March 2005. Applicant 
respectfully requests reconsideration of the application in view of the foregoing 
amendments and following remarks. Claims 1, 2, and 54 have been amended. Claims 
33-53 and 55-72 have been withdrawn. However, claims 33-40 are only provisionally 
withdrawn pending allowance of generic claims. New claims 73-80 have been added. 
Therefore, claims 1-32, 54, and 73-80 remain pending in the application. 

Claim Rejections - 35 USC § 102 

Claims 1, 2, 5, 9, 10, and 54 were rejected under 35 U.S.C. § 102(b) as being 
anticipated by U.S. Patent No. 4,203,601 to Simo. The Examiner alleged that Simo 
discloses an arrow having a shaft 10, an insert 20 fully within the shaft, and an arrow 
head 60 (Fig. 2) threadedly engaged with the insert such that the rear shoulder of the 
arrowhead bears against the end of the shaft. 

As the Examiner knows, for a prior art reference to anticipate in terms of 35 
U.S.C. § 102, each and every element of the claimed invention must be identically 
shown in a single reference. Diveritech Corp. v. Century Steps, Inc., 850 F.2d 675, 
677, (Fed. Cir. 1988). Each of the rejected claims originally contained, or currently 
contains, elements not disclosed or suggested by Simo. 

Amended claim 1 now recites an "insert being recessed within the first end of the 
shaft." Simo, on the other hand, discloses an adaptor 20 that is flush with, not recessed 
within, the arrow shaft 10 (Fig. 2). As noted in the specification of the present 
application, the "insert being recessed within the first end of the shaft" eliminates an 

19 

3381769 l.DOC 



Application No. 10/678,821 

Response to Office Action Dated 10 March 2005 

interface between the point and the arrow shaft characterized by the prior art. Simo's 
flush arrangement of the adapter 20 with respect to the end of the arrow shaft 10 still 
yields an extra interface. Simo's design makes it impossible to know whether the 
shoulder of the point 60 is bearing against the arrow shaft 10, the adapter 20, or a 
combination of the two. In any event, Simo's design yields two interfaces at the 
shoulder of the point 60 (between both the arrow shaft end wall and the adapter 20) and 
introduces additional tolerance considerations. Further, Simo does not recognize or 
discuss any reason for inserting the adapter 20 into the arrow shaft 10. Therefore, there 
is no motivation or suggestion to recess the adapter within the arrow shaft as recited in 
claim 1. Accordingly, Applicant respectfully requests that the rejection of claim 1 
under 35 U.S.C. § 102(b) over Simd be withdrawn. 

Claims 2 and 5 depend from claim 1 and should therefore also be allowable for at 
least the same reasons cited above with regard to claim 1. In addition, claim 2 states 
that "the shoulder of the point bears only against the end wall of the shaft when the 
point is fully engaged with the insert." (Emphasis added). In contrast, Simo discloses a 
shoulder of point 60 which bears against both the adapter 20 and the end wall of the 
arrow shaft 10. Simo does not disclose or suggest any configuration wherein the 
shoulder of the point 60 bears only against the end wall of the shaft. Accordingly, 
Applicant respectfully requests that the rejection of claims 2 and 5 under 35 U.S.C. § 
102(b) over Simo be withdrawn. 

Claim 9 positively recites "a hunting arrow." The "hunting arrow" is not part of 
the preamble and must be identically taught by Simo for a proper § 102 rejection. 
Nevertheless, Simo does not disclose a hunting arrow, nor did the Examiner allege that 
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Simo teaches a hunting arrow. Simo emphasizes that his "invention relates to an 
arrowhead and arrowhead body or cartridge which is useful for target shooting 
simulated for hunting." Col. 1, 11. 13-15 (Emphasis added). Simo repeatedly states that 
his teaching is limited to a target arrow, and specifically distinguishes his target arrow 
invention from a hunting arrow. See, e.g. col. 2, 11. 1-14, 32-34, and 60; col. 3, 1. 1; col 
4, 11. 24-26. Simo's target arrows comprise plastic arrowhead bodies and blades that 
would not be used for hunting. See. e.g. col. 2, 11. 40-41; col. 4, 11. 24-25; col. 5, 11. 35- 
35; col. 6, 11. 23-33. The entirety of the Simo patent teachings would be completely 
destroyed if the Simo target arrow were interpreted as a hunting arrow. Accordingly, 
because Simo fails to show a hunting arrow and the Examiner does not assert that Simo 
teaches a hunting arrow, Applicant respectfully requests that the rejection of claim 9 
under 35 U.S.C. § 102(b) over Simo be withdrawn. 

Claim 10 depends from claim 9 and should therefore also be allowable for at 
least the same reasons cited above with regard to claim 9. Accordingly, Applicant 
respectfully requests that the rejection of claim 10 under 35 U.S.C. § 102(b) over Simo 
be withdrawn. 

Amended claim 54 now recites an "insert being disposed inside the shaft such 
that the first end wall of the insert is interior to the first end wall of the shaft." Simo, 
however, discloses an adaptor 20 with an end wall that is flush with, not interior to, the 
end wall of the arrow shaft 10 (Fig. 2). Simo does not recognize or discuss any reason 
for inserting the adapter 20 into the arrow shaft 10 such that the insert is interior to the 
end wall of the shaft. Therefore, there is no motivation or suggestion to locate the 
adapter 20 interior to the end wall of the arrow shaft 10. Accordingly, Applicant 
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respectfully requests that the rejection of claim 54 under 35 U.S.C. § 102(b) over Simo 
be withdrawn. 

Claim Rejections - 35 USC S 103 

Claims 3, 4, 6-8, and 11-32 were rejected under 35 U.S.C. § 103 as being 
obvious over Simo, U.S. Patent No. 6,251,036 to Wu et al., and U.S. Patent No. 
5,921,875 to Bickel, alone or in various combinations. The Examiner alleges that 
although none of dimensions or spine characteristics recited in the rejected claims is 
specifically disclosed by the cited prior art, "one would be able" to manufacture arrows 
according to the claimed dimensions. 

As the Examiner knows, for proper § 103 obviousness rejection, there must be: 
a) a suggestion or motivation to combine reference teachings, b) a reasonable 
expectation of success, and c) the references themselves must teach or suggest all of the 
claims limitations. MPEP § 706.02(j). Applicant believes the Examiner has not 
established a prima facie case of obviousness, and that the rejections should therefore 
be withdrawn. 

Applicant notes that with the amendments and arguments offered above, all of 
the claims that depend from claims 1 or 9 (claims 2-8, 11-12, and 73-74) contain 
limitations that are not taught or suggested by the cited prior art. Therefore, claims 2-8, 
11-12, and 73-74 should be allowable. 

Further, Applicant contends that, with regard to each of the claims that recites 
specific dimensions and/or spine characteristics, each of the cited references fails to 
teach at least some of the claim limitations of the present invention. At a minimum, 
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claims 3, 4, and 11-32 recite arrow shaft dimensions and/or spine characteristics that 
are simply not taught or suggested by the cited references. As mentioned above, an 
proper obviousness rejection requires that the references teach all of the claims 
limitations, and the cited references do not. 

In addition, the Examiner bears the burden of establishing a prima facie case of 
obviousness, and has not done so. While the Office Action states that arriving at the 
claimed dimensions and characteristics would have been obvious to one of ordinary 
skill in the art, the Examiner provides no evidence to support this conclusion. The 
Examiner must actually show the claim limitations are obvious or known, not that they 
are conceivable or possible. 

The Examiner appears to attempt to shed its burden of establishing a case of 
obviousness by stating several times that "Applicant has not defined any structure 
beyond that disclosed by Simo...that would allow his arrows to achieve the claimed 
dimensions, while the arrows of Simo could not." This is not a prima facie case of 
obviousness. The Examiner, rather than Applicant, bears the burden to establish a 
prima facie case of obviousness. The Examiner must show prior art that teaches the 
claimed structure. The Examiner cannot legitimately reverse the burden by instead 
asking the Applicant to prove dimensional impossibility by the prior art. Thus, the 
rejection of at least claims 3, 4, and 11-32 should be withdrawn. Moreover, in light of 
the absence of any reference specifically teaching the limitation as claimed, Applicant 
respectfully requests that the Examiner submit an affidavit in accordance with 37 CFR 
§1.1 04(d)(2) substantiating his allegations. Applicant also requests an opportunity to 
contradict the Examiner's affidavit as prescribed by the rule. 
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The present application reveals extensive testing, which resulted in advantageous 
and unexpected results for the novel arrows or arrow systems claimed. Unexpected 
results evidence non-obviousness. In re Woodruff, 919 F.2d 1575, (Fed. Cir. 1990). 
Applicant respectfully directs the Examiner's attention to Figs. 7-13 of the present 
application, along with the accompanying description, which clearly show and describe 
the unexpected results. Even if it were possible (which the Examiner has not shown) 
that one of ordinary skill in the art "would be able" to manufacture the Simo, Wu et al., 
or Bickel arrow shafts according to the claimed dimensions, as far as the prior art of 
record is concerned, no one prior to the Applicant has, and no motivation for such a 
modification can be shown. Further, "possibility of manufacture" is not the proper 
obviousness test. The test for obviousness includes actual disclosure of all the claimed 
structure. Thus, the Examiner has failed to establish a prima facie case of obviousness. 
The Examiner has effectively read out the novel claim limitations from claims 3, 4, and 
11-32. Moreover, at least with regard to the dimensions of the outside diameter, the 
Examiner has not cited any reference or provided any reasoning that would motivate or 
suggest the novel arrow shaft characteristics from any prior art reference. Accordingly, 
Applicant respectfully requests that the rejection of claims 3, 4, 6-8, and 1 1-32 under 35 
U.S.C. § 103 over Simo, Wu, and Bickel, alone or in combination, be withdrawn. 

New Claims 

New claims 73-80 each include limitations not taught or suggested by the cited 
prior art. In addition, claims 73-74 depend from amended claim 1, and amended claim 
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1 should be allowable for the reasons recited above. The new claims are fully 
supported by the original specification and figures. 

Withdrawn Claims 33-40 

Applicant notes that according to the Restriction Requirement of 10 November 
2004 and Applicant's subsequent provisional elections, claims 33-40 should now be 
reinstated and examined. According to the arguments and amendments offered above, 
these are allowable claims generic to the male/female point type. 



Applicant respectfully submits that all claims should now be in condition for 
allowance. Applicant respectfully requests the Examiner to telephone the undersigned 
attorney if there are unresolved matters in the present application so that the 
examination process can be expedited. 



CONCLUSION 



Respectfully submitted, 





I\jGra{iftFoster 
Registration No. 33,236 
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